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Welcome to the latest edition of Piper Alderman’s e-Bulletin,  
which aims to provide accessible and informative summaries  
of recent significant legal developments.
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long brew battle over - no 
special test for foreign words as 
trade marks 
The High Court has handed down its eagerly 
awaited decision on the distinctiveness of the 

trade marks CINQUE STELLE and ORO (owned by Cantarella 
Bros Pty Ltd), finding that the trade marks are ‘inherently adapted 
to distinguish’ and therefore should remain on the trade marks 
register. This overturns the decision of the Full Court of the Federal 
Court of Australia and affirms the first instance decision by Justice 
Emmett. Associate, Megan Comerford outlines the decision.

tips to avoid disputes on the 
issue of make good at the end 
of a lease 
The issue of make good is often not given 
much consideration at the time a lease is 

being negotiated, but rather only considered as the expiry 
date of the lease approaches or when the lease has already 
ended. Partner, Tony Britten-Jones, and Associate, Adam 
Rinaldi provide an overview of make good considerations 
that should be addressed by landlords and tenants when 
negotiating a lease to avoid unexpected surprises.

56
court decision gives individuals 
the right to be forgotten
Earlier this year, the EU Court of Justice 
handed down its decision in the ‘Right to 
be Forgotten’ case which gave individuals 

the right to have their personal information deleted from 
the internet. The judgement has already resulted in Google 
and Bing amending their EU privacy procedures and has 
potentially far-reaching consequences for foreign companies 
doing business within the EU that collect or process personal 
information. Lawyer, Leonora Tyers reviews the judgement and 
its implications.
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Sydney to become global 
infrastructure hub
Ambitious infrastructure projects is a key area 
of focus for business in Australia. This was 
boosted by the G20 Leaders’ endorsement, 

on 16 November 2014, of the establishment of a global 
infrastructure hub in Sydney, making Sydney central to global 
infrastructure projects. Partner, Tania Zordan reports on the 
establishment of the new global infrastructure hub.
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Tips to avoid disputes on the issue of make 
good at the end of a lease
The issue of make good is often not given much consideration at the time a 
lease is being negotiated, but rather only considered as the expiry date of 
the lease approaches or when the lease has already ended. Partner, Tony 
Britten-Jones, and Associate, Adam Rinaldi provide an overview of make 
good considerations that should be addressed by landlords and tenants when 
negotiating a lease to avoid unexpected surprises.

The scope of a tenant’s obligation to 
make good at the expiry or earlier 
termination of a lease term is often a 
source of dispute between a landlord and 
tenant. Disputes regarding make good can 
be costly and time consuming for both the 
landlord and tenant.

The issue of make good is not always 
given sufficient consideration at the time 
of entering into the lease. At this stage, 
the parties’ attention is usually directed 
to negotiating the more contentious 
issues such as the commercial terms of 
the lease (i.e. rent, security and term) and 
the scope of the indemnities. The issue of 
make good is often not given priority until 
the expiry date approaches or the lease 
has already ended.

The current trend in most leases is for 
there to be a covenant requiring the 
premises to be reinstated to “open plan 
presentation” which requires the tenant 
to remove all plant and equipment 
irrespective of whether it has been 
installed by the landlord or tenant.

It is also common for a lease to state 
that the tenant is required to make good 
the premises to their condition at the 
commencement date of the lease subject 
to fair wear and tear. Where this is the 
case, a condition report (usually containing 
photographs of the premises at the date of 
occupation) should be prepared evidencing 
the agreed state of the premises at the time 
the tenant takes occupation to avoid dispute 
as to the tenant’s reinstatement obligations.

The landlord may want to vary the default 
position where the landlord does not 
require the tenant to remove its fitout. The 
landlord may require the tenant’s fitout 
to remain where a fitout is particularly 
suited to a specific use and substantial 
capital works are required to change that 
use. Examples include restaurants, medical 
centres, food outlets, fitness centres, bars 
and other purpose built facilities. In these 
circumstances, the landlord may prefer the 
tenant to leave all or part of its fitout in the 
premises as this may benefit a future tenant.

The cost of removing a fitout can in some 
cases exceed the value of using or on-selling 
the fitout. This is common with office fitouts. 
In these circumstances, the landlord may 
prefer to have the tenant remove the fitout 
so as to reinstate the premises to an open 
plan presentation. However, especially in the 
cases of restaurants and bars, the fitout may 
have value and be capable of being sold. 

For example, there is a secondary market 
for large items of equipment such as 
fridges, ovens, fryers and other similar 
items. In these circumstances, the tenant 
may prefer to carry out an extensive make 
good of the premises so as to be able to 
re-use or sell such valuable items.

It is therefore important that the terms of 
the lease clearly define the scope of the 
tenant’s make good obligations as there 
will invariably be competing interests on 
the issue.

Fixtures

Where a lease is not clear in relation to 
the ownership of the tenant’s fitout or 
where the lease does not clearly state 
what is to happen with tenant fixtures and 
alterations, disputes are likely to arise in 
relation to the scope of the tenant’s make 
good obligations and the issue of whether 
a part of the tenant’s fitout constitutes a 
fixture may also need to be addressed.

The general law position in relation to 
fixtures is that a fixture becomes part 
of the premises and must be left behind 
by the tenant when the lease ends. The 
fixture therefore becomes part of the land 
and owned by the landlord regardless of 
who owned the item and affixed it to the 
property. As such, an item of fitout may 
become a fixture by virtue of the manner 
it is installed.
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 Tony Britten-Jones, Partner 
 t +61 8 8205 3380 
tbrittenjones@piperalderman.com.au

In determining whether an object has 
been converted from a chattel to a 
fixture, the Court generally has regard to 
the following:

• The degree of annexation and 
physical attachment of the object 
to the land – if an object is fixed to 
the land to any extent by any means 
other than by its own weight, then 
generally it is a fixture.

• The intention of the parties in affixing 
the item to the land – if the item is 
attached with the intention that it will 
remain in position permanently or 
indefinitely or for a substantial period 
of time, then generally it is a fixture.

However, it needs to be borne in 
mind that the general law position can 
be changed by including appropriate 
wording dealing with this issue in the lease 
document.

Key Considerations

Landlord considerations: The landlord 
will own chattels installed by the tenant 
that have been converted into “fixtures” 
unless the lease provides otherwise. It is 
therefore important that the extent of 
the tenant’s make good obligations are 
clearly stipulated in the lease. It is a good 
idea to agree up front which items of a 
tenant’s fitout are to remain the property 
of the tenant and must be removed by the 
tenant at the end of the lease. Conversely, 
clear up front agreement as to items 
which are to be owned by the landlord 
and remain affixed to the premises at the 
end of the lease is also important.

Tenant considerations: The cost of 
making good the premises can be a very 
expensive process for a tenant. This 
cost should be taken into account when 
negotiating the commercial terms of the 
lease. In some cases, it may be prudent 
to agree to leave items such as air-
conditioning units or alarms which have 
little resale value but which may benefit a 
future tenant. 

If there are any items of equipment that 
the tenant does not intend to become 
fixtures and wishes to remove from the 
premises upon the expiry date, this should 
be addressed at the lease negotiation 
stage, or at least, prior to installation. 
An express acknowledgement as to the 
ownership of any items of property that 
the tenant wishes to remove from the 
premises at the end of the lease as well as 
ownership of or obligations in relation to 
items the tenant does not wish to remove 
at the end of its occupation should be 
included in the lease or in some other 
written form.

It is also important to ensure that 
photographic and other evidence of the 
property condition at the commencement 
of the tenant’s occupancy is retained by 
both the landlord and the tenant until 
the tenant has vacated and completed its 
make good.

 Adam Rinaldi, Associate 
 t +61 8 8205 3347 
arinaldi@piperalderman.com.au
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Long brew battle over - no special test for 
foreign words as trade marks
The High Court has handed down its eagerly awaited decision on the 
distinctiveness of the trade marks CINQUE STELLE and ORO (owned by 
Cantarella Bros Pty Ltd), finding that the trade marks are ‘inherently adapted 
to distinguish’ and therefore should remain on the trade marks register. 
This overturns the decision of the Full Court of the Federal Court of Australia 
and affirms the first instance decision by Justice Emmett. Associate, Megan 
Comerford outlines the decision.
Background

Cantarella Bros Pty Ltd (Cantarella) (the 
company behind the famous Vittoria 
brand) owned the registered trade 
marks “ORO” and “CINQUE STELLE” 
in relation to coffee products. Cantarella 
alleged that Modena Trading Pty Ltd 
(Modena) was infringing those registered 
trade marks on its Caffe Molinari range 
of products. Modena challenged the 
validity of Cantarella’s registrations on 
the basis that the trade marks were not 
inherently adapted to distinguish the 
goods or services of Cantarella from 
those of other traders, because the words 
were descriptive of the goods they were 
applied to - “oro” is Italian for “gold” and 
“cinque stelle” means “five stars”.

At first instance, Justice Emmett found 
that the marks were inherently adapted 
to distinguish as required by section 41(3) 
of the Trade Marks Act 1995, because 
“the Italian words are not so obvious 
to ordinary English speaking persons in 
Australia that Cinque Stelle and Oro have 
a specific meaning”. Cantarella succeeded 
in establishing trade mark infringement, 
and Modena failed in its invalidity claim.

Modena appealed to the Full Federal Court, 
which overturned the original decision, 
primarily on the basis that the marks could 
not be regarded as distinctive to coffee 
traders and suppliers, a substantial number 
of whom would be aware of the Italian 
translation. As we reported, the Full Court 
ordered that the Cantarella trade marks be 
removed from the register.

The High Court granted Cantarella special 
leave to appeal in March 2014.

Incorrect filter applied by Full Court

The majority of High Court agreed with 
Justice Emmett, overturning the Full Federal 
Court’s decision and ordering that the first 
instance decision stand (meaning that the 
trade marks remain on the register, and 
Modena has infringed the trade marks).

Chief Justice French and Justices Hayne, 
Crennan and Kiefel, in the majority, found 
that the test of distinctiveness requires, 
firstly, a determination of the “ordinary 
signification” of a word to any person 
concerned with the goods to which the 
trade mark is applied (that is, “anyone 
ordinarily purchasing, consuming or trading 
in the relevant goods”). Then, once the 
“ordinary signification” of the word is 
established, the second consideration is 
whether other traders might legitimately 
need to use the word in respect of their 
own goods. 

In making this finding the High Court 
rejected outright the approach of the 
Full Court, which had held that the 
test for distinctiveness should be solely 
focussed on those who trade in the 
relevant goods or services.

Non parlo Italiano

Their Honours held that the evidence 
did not show that the words ‘Cinque 
Stelle’ and ‘Oro’ conveyed “a meaning 
or idea sufficiently tangible to anyone in 
Australia concerned with coffee goods 
as to be words having a direct reference 
to the character or quality of the 
goods”. Although the majority accepted 
Modena’s evidence that ‘Cinque Stelle’ 
and ‘Oro’ had been used by traders 
other than these parties in relation to 
coffee products, that evidence fell short 
of establishing that the words were 
“‘understood in Australia by persons 
concerned with coffee products to 
be directly descriptive of the character 
or quality of such goods”. (emphasis 
added)

This is particularly interesting given 
some of the evidence considered by 
Justice Emmett at first instance, including 
the 2006 Census which showed that 
Italian was the second-most spoken 
language in Australia. 
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Despite this, it was nevertheless held that 
the meanings of the words would only be 
understood to a small minority of English-
speaking people in Australia.

Smooth aftertaste for foreign 
brand owners

In the context of increased global trade, 
the High Court’s decision is a helpful 
one for foreign brand owners seeking 
to protect their trade mark rights in 
Australia, and for Australian businesses 
using foreign words as trade marks.

Short shot: register your trade 
marks!

Although Cantarella ultimately succeeded 
in its claim for infringement of its registered 
trade marks, its claims for misleading and 
deceptive conduct and passing off against 
Modena failed back at first instance, because 
Modena also used its CAFFE MOLINARI 
branding on its products.

For further information contact: 

 Megan Comerford, Associate 
 t +61 3 8665 5576 
mcomerford@piperalderman.com.au
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Court decision gives individuals the right to be 
forgotten
Earlier this year, the EU Court of Justice handed down its decision in the ‘Right 
to be Forgotten’ case which gave individuals the right to have their personal 
information deleted from the internet. The judgement has already resulted in 
Google and Bing amending their EU privacy procedures and has potentially 
far-reaching consequences for foreign companies doing business within the EU 
that collect or process personal information. Lawyer, Leonora Tyers reviews the 
judgement and its implications.

Facts

The case concerned a Spanish citizen who, 
in 1998, had his house repossessed and 
auctioned following court proceedings 
relating to social security debts. At that time 
a Spanish newspaper published an article 
concerning the auction, which was later 
made available on its website. In 2009 the 
man became aware that a link to the article 
appeared in response to a Google search 
of his name. He sought removal of the 
article from the newspaper’s website, and 
of the link to the article from Google search 
results in accordance with the 1995 EU Data 
Protection Directive (Directive). He claimed 
the link and article interfered with his privacy 
as the proceedings to which it referred were 
so old as to be irrelevant. 

The Directive

The Directive requires EU member 
states to introduce and enforce certain 
privacy protections, although the exact 
implementation is at each member state’s 
discretion. 

The provision of the Directive in question 
here requires EU member states to ensure 
personal information is:

 � collected and processed fairly, lawfully 
and for a specified, explicit and 
legitimate purpose

 � adequate, relevant, not excessive and 
accurate (ie. complete and up-to-date)

 � only kept in a form allowing 
identification of the person for as long 
as necessary for the purpose of it 
collection. 

Decision and impact within the EU

The Court held the newspaper was not 
required to remove the article, but that 
Google was required to remove the link to 
it from search results. 

In reaching its conclusion the Court found 
that search engines:

 � process and control the personal 
information on websites for which they 
create links

 � are bound by the Directive if they have 
branches in or targeted at EU member 
states to promote and sell ad space to 
those countries, such as local Google 
sites like ‘google.co.uk’. It is irrelevant 
that, as in Google’s case, the personal 
information is collected and processed 
entirely in a non-EU country

 � will be required to remove infringing 
links even if the:

 � content of the web page is 
not removed or does not 
itself infringe the Directive. 
For example, in this case the 
newspaper did not have to 
remove the article because 
it published the out-of-date 
information for a ‘journalistic 
purpose’ which is a defence to 
the Directive. But Google had to 
remove the link because it was 
not displayed for a ‘journalistic 
purpose’ and so Google could 
not rely on that defence.

 � person is not harmed by the 
link, and its removal would be 
costly for the search engine and 
prejudice the public interest 
in accessing information. One 
exception is where the personal 
information is of a public figure 
and interference with their 
privacy it justifiable on public 
interest grounds
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Both Google and Bing responded to 
the decision by establishing procedures 
allowing EU residents to lodge complaints 
about links, with each complaint being 
individually assessed. However, there 
was concern that search engines were 
not in a position to assess the validity 
of such complaints. On 26 November 
2014, in response to those concerns, the 
EU Article 29 Data Protection Working 
Party released guidelines on how the 
Court’s decision should be implemented 
(Guidelines). To this end, criteria are 
provided in the Guidelines to guide the 
decision-making process for complaints 
brought under the Directive, including:

 � whether the link relates to a natural 
person, and appears in results based 
on a search of their name

 � whether the subject of the link is a 
public figure or a minor

 � whether the information is accurate, 
relevant, not excessive (having regard 
to the subject’s working life, whether 
the information is defamatory, or 
is clearly identified as an opinion), 
sensitive, up to date, or relates to a 
criminal offence

 � whether the link is causing prejudice to 
the subject of the information, or puts 
them at risk

 � the context of the original publication, 
including whether it was for a 
journalistic purpose

 � whether the publisher of the 
information has a legal power or 
obligation to make it publicly available. 

Impact outside the EU

This decision illustrates the extent to 
which EU policy is able to impact foreign 
companies and has caused concern, 
particularly in the US, about its potential 
effect. In particular there are concerns the 
decision:

 � allows the EU to regulate activities 
of international companies operating 
within the EU that are undertaken 
entirely outside the EU

 � was initially interpreted by Google as 
requiring infringing links to be removed 
only from its EU-specific search engines, 
such as google.co.uk. The Guidelines, 
however, advise that “de-listing should 
also be effective on all relevant domains, 
including .com”. 

This means that all search engine users 
will have their results altered based on the 
EU’s judgement as to the correct balance 
to be struck between privacy rights and 
free speech. The EU tends to place more 
emphasis on privacy than Australia and, 
especially due to its First Amendment 
protection, the US. 

Despite these concerns the EU, with 
some resistance from the UK, is looking 
to strengthen its privacy protection by 
introducing the Data Protection Regulation 
Art 17 which will significantly impact 
companies operating within the EU that 
collect personal information by:

 � clarifying non-EU companies must 
apply EU rules when offering services 
to EU residents

 � putting the onus on companies to 
show the personal information is still 
relevant or needed and should not be 
deleted, or that an exception (such as 
freedom of expression, public health, 
processing for historical, statistical or 
scientific purposes) applies
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 � requiring companies to take 
reasonable steps to inform third 
parties that an individual wants their 
personal information to be deleted 
and to ensure the information is 
erased

 � allowing data protection authorities 
to impose fines of up to 2% of annual 
worldwide turnover. 

In an indication of how these issues 
are being dealt with domestically, on 3 
September 2014 the ALRC tabled its 
Serious Invasions of Privacy in the Digital 
Era (ALRC Report 123) Report, which 
considered the possibility of introducing 
a new Australian Privacy Principle (APP). 
The proposed APP, known as the ‘right 
to be deleted’, would allow individuals to 
request destruction or de-identification 
of their personal information held by 
Commonwealth government agencies 
and private companies, partnerships, 
unincorporated associations (other than 
political parties) and trusts with more 
than $3m annual turnover. Although 
the ALRC ultimately accepted that this 
APP should not be introduced without 
further consideration, it stated that it 
“remains concerned…that the existing 
APPs do not require an entity to provide 
a simple mechanism allowing an individual 
to request the destruction or de-
identification of personal information.” 
This leaves open the possibility of a future 
push towards greater privacy protection 
in a time where old and out-of-date 
information is increasingly accessible 
online. 

For further information contact: 

 Leonora Tyers, Lawyer 
 t +61 2 9253 3805 
ltyers@piperalderman.com.au



Sydney to become global infrastructure hub
Ambitious infrastructure projects is a key area of focus for business in 
Australia. This was boosted by the G20 Leaders’ endorsement, on 16 
November 2014, of the establishment of a global infrastructure hub in Sydney, 
making Sydney central to global infrastructure projects. Partner, Tania Zordan 
reports on the establishment of the new global infrastructure hub.

The G20 Leaders’ communiqué released 
at the end of the two-day summit in 
Brisbane last week focussed on raising 
global growth. It sets an “ambitious 
goal to lift the G20’s GDP by at least 
an additional two per cent by 2018” as 
well as pledging to stimulate job growth, 
bolster global financial institutions and 
address climate change.

The communiqué identifies “tackling 
global investment and infrastructure 
shortfalls” as being “crucial to lifting 
growth, job creation and productivity”. 
The Brisbane Action Plan recognises 
investment in infrastructure as a high 
priority in most countries as it can support 
both near-term demand and supply 
capacity in the medium-term.

The G20 Leaders seek to support quality 
public and private investment, including by 
optimising the use of the public balance 
sheet while maintaining appropriate risk 
controls. They have called for the swift 
implementation of major investment 
initiatives contained in the growth strategy 
of countries including Australia.

An integral part of the plan of the 
G20 Leaders to raise global growth by 
increasing investment in infrastructure 
is the establishment of a Global 
Infrastructure Hub in Sydney.

Sydney was chosen because it is recognised 
as being a well-known financial centre. 
Work and meetings will also be undertaken 
where relevant stakeholders and experts are 
located, as well as through a virtual network.

The establishment of the Hub has been on 
the agenda of Treasurer, Joe Hockey and his 
G20 team for the past 8 months. It was part 
of the G20 Global Infrastructure Initiative 
agreed by the G20 Finance Ministers and 
Central Bank Governors following their 
meeting in Cairns in September and was last 
week endorsed by the G20 Leaders.

The Hub will have a 4 year mandate to 
deliver the objectives of the G20 Global 
Infrastructure Initiative which are aimed 
at improving the quality of infrastructure 
investment across the world. Subject to 
this mandate, a review of the Hub will be 
conducted after three years to assess its 
effectiveness.

The Hub is intended to draw together 
the collective expertise of governments, 
the private sector, national, regional and 
multilateral development banks, international 
organisations and other stakeholders to yield 
ongoing improvements to the functioning of 
infrastructure markets. It is intended that the 
Hub will act as a knowledge sharing platform 
and network between those groups and 
foster collaboration among them.

The Hub will be established under 
Australian law as a not-for-profit 
company limited by guarantee with a 
simple organisational structure. A Board 
comprising 7 directors, chosen for their 
experience and skills in managing entities 
of this nature, representing G20 countries 
and agreed in consultation with G20 
countries, will be responsible for formal 
governance, reporting and other legal 
obligations and for ensuring that the 
operational aspects are aligned with the 
Hub’s mandate.

At least two representatives from an 
advanced G20 economy and at least two 
representatives from a developing or 
emerging G20 economy will be included. 
Australia will be Chair of the Board for 
the four-year term of its mandate.

One of the Board’s first tasks will be 
to put in place appropriate procedures 
for handling conflicts of interest, 
especially regarding financial and staffing 
arrangements.

It will be funded on a voluntary basis from 
G20 members, non-member countries, 
international organisations, non-
government stakeholders and the private 
sector. The Hub is expected to require 
funding of US$10 - $15m per annum once 
established. The Australian Government 
will be a major contributor with financial 
support also committed to date from the 
United Kingdom, China, Saudi Arabia, 
New Zealand, the Republic of Korea, 
Mexico and Singapore.
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An international search for a CEO, 
who will provide coordination and 
communication across countries, 
stakeholders, relevant organisations and 
banks, will commence promptly.

Both G20 and non-G20 countries as well 
as relevant international organisations 
will be free to engage with it and use the 
information it disseminates on a voluntary 
and non-binding basis.

The Hub will be open and transparent in 
its operations and will report to the G20 
via its relevant working groups. It will not 
be a G20 institution.

The Global Infrastructure Initiative allows 
the Hub to “enter into Memoranda of 
Understanding (MOUs) with relevant 
international organisations and regional 
and national development banks that 
express a willingness to work with and 
contribute to the knowledge network, 
and build on their expertise, networks 
and resources to achieve goals within 
its remit. The MOUs would define the 
interactions between the Hub and these 
organisations, focusing on the areas of 
collaboration”.

The Hub will maintain an ongoing and close 
working relationship with the private sector 
and other non-government stakeholders, 
drawing on their expertise and assistance 
as necessary. Consultation mechanisms 
involving private sector and non-government 
stakeholders will be used to provide advice 
to the Board and the CEO.

The Hub will be operational as soon as 
possible and will provide a set of deliverables 
against the Global Infrastructure Initiative by 
the next G20 Summit to be held in Turkey 
in late 2015. Infrastructure is intended to 
be a key driver for the Australian and global 
economies in the future. It will be interesting 
to see how the Hub develops and whether it 
is able to achieve its objectives.

Piper Alderman is a national Australian 
commercial law firm. Our lawyers have 
extensive experience in major infrastructure 
projects. We will be monitoring the progress 
of the global infrastructure hub and 
announcement of infrastructure proposals.

For further information contact: 

 Tania Zordan, Partner 
 t +61 2 9253 3836 
tzordan@piperalderman.com.au
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